THI'S DI SPCSI TION | S
NOT CI TABLE AS
PRECEDENT OF THE TTAB

Mai | ed: 26 JUN 2003
Paper No. 12
AD

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Tradenmark Trial and Appeal Board

In re Jan T. Hor nbacher

Serial No. 76/179, 384

Robert L. Farris of Reising, Ethington, Barnes, Kisselle,
Learman & McCul l och, P.C. for Jan T. Hornbacher.

WlliamH Dawe, 111, Trademark Exam ning Attorney, Law
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Opi nion by Drost, Adm nistrative Trademark Judge:

On Decenber 12, 2000, Jan T. Hornbacher (applicant)
applied to register the mark BARCODE APPAREL and desi gn,
shown bel ow, on the Principal Register for “clothing,
nanmely, shirts, trousers, coats and hats” in Internationa

Class 25.' Applicant has disclainmed the word “Apparel .”

! Serial No. 76/179,384. The application contained an assertion
of a date of first use and a date of first use in comrerce of
Novenber 15, 2000.
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The exami ning attorney refused to register the mark
under Section 2(d) of the Trademark Act, 15 U.S. C
8§ 1052(d), because of a registration for the mark BAR CODE
in typed form for “clothing and apparel, nanmely, hats,
shoes, gloves, belts, pullovers, jogging suits, T-shirts,
shirts, tank tops, pants, shorts, jeans, sweaters, coats,
jackets and sweatshirts” in International O ass 25.2

After the exami ning attorney nade the refusal final
this appeal followed.

In a case involving a refusal under Section 2(d), we
anal yze the facts as they relate to the relevant factors

set out inlnre Majestic Distilling Co., 315 F.3d 1311, 65

USPQ2d 1201, 1203 (Fed. Cr. 2003). See also Inre E |I.

du Pont de Nenmours & Co., 476 F.2d 1357, 177 USPQ 563, 567

(CCPA 1973); Recot, Inc. v. Becton, 214 F.3d 1322, 54

UsSP@@d 1894, 1896 (Fed. Cir. 2000).
We begin by conparing applicant’s and registrant’s

marks. Applicant’s mark consists of the words BARCODE

2 Regi stration No. 2,082,403 issued July 22, 1997.
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APPAREL and the design of a bar code; registrant’s mark
consists of the words BAR CODE in typed form W find that
the marks are dom nated by the word “Bar Code.” It is the
only word in the cited registration. The only difference
between the way this termis used in the marks is that
appl i cant spells BARCODE without a space while registrant
spells it as two words. The absence of the space is not a

significant difference between the marks. Seaguard Corp.

v. Seaward International, Inc., 223 USPQ 48, 51 (TTAB 1984)

(SEA GUARD and SEAGUARD are “essentially identical”).
Applicant’s mark al so includes the word “apparel,” but
this termhas been disclainmed and it is clearly, at the
very least, highly descriptive of applicant’s goods. 1In a
simlar case, the Federal Circuit held that the addition of
the word “Swing” to registrant’s mark “Laser” did not
result in the marks being dissimlar. “[B]ecause both
mar ks begin with ‘laser,’” they have consequent simlarities
i n appearance and pronunci ation. Second, the term‘sw ng’
is both cormmon and descriptive...Regardi ng descriptive terns
this court has noted that the descriptive conponent of a
mark may be given little weight in reaching a conclusion on

i keli hood of confusion.” Cunninghamv. Laser &olf Corp.,

222 F.3d 943, 55 USPQ2d 1842, 1845-45 (Fed. Cir. 2000)

(citations and quotation marks omtted). The term
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“apparel” is even less likely to be significant here
because both applicant’s and registrant’s goods are appare
and registrant uses the termto identify its goods
(“clothing and apparel ").

The only other difference between the marks is
applicant’s design. Applicant admts that its “mark is the
phrase “BARCODE APPAREL” in the center of a bar code
representation.” Brief at 5. Rather than creating a
di fferent conmercial inpression, the bar code design
reinforces the association of applicant’s mark with the
word BAR CODE in the cited registration.

Wien we view the marks in their entireties, we find
that they are dom nated by the virtually identical term
“bar code” and that the narks are very simlar in sound,
appear ance, neani ng, and conmercial inpression.

Next, we discuss the goods. Applicant adnmits that the
“registration includes all of the goods listed in
appel lant’ s application.” Appeal Brief at 6. Thus,
applicant’s goods are identical to goods in the cited
registration. “Wen marks woul d appear on virtually
i dentical goods or services, the degree of simlarity

necessary to support a conclusion of |ikely confusion

declines.” Century 21 Real Estate Corp. v. Century Life of
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Anerica, 970 F.2d 874, 23 USP@@d 1698, 1701 (Fed. Cr
1992) .

In addition, applicant maintains wthout any
supporting evidence that there may be differences in the
channel s of trade and prospective purchasers of the goods.?3
However, the identification of goods of applicant and
regi strant contain no limtations. Therefore, we do not
read in limtations even if there is evidence of record on
this point, and we nust presune that the channels of trade

and purchasers are identical. Squirtco v. Tony Corp., 697

F.2d 1038, 216 USPQ 937, 940 (Fed. Cr. 1983)(“There is no
specific limtation and nothing in the inherent nature of
Squirtco’'s mark or goods that restricts the usage of SQU RT
for balloons to pronotion of soft drinks. The Board, thus,
inproperly read limtations into the registration”);

Schieffelin & Co. v. Ml son Conpanies Ltd., 9 USPQ2d 2069,

2073 (TTAB 1989) (“[Moreover, since there are no
restrictions with respect to channels of trade in either
applicant's application or opposer's registrations, we mnust
assune that the respective products travel in all nornma

channel s of trade for those al coholic beverages”).

® W note that applicant’s counsel asserts that “Appellant is not
aware of any use of the mark in Registration No. 2,082,403 ot her
than in the Registration.” Brief at 8.
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VWi |l e applicant maintains that he has no information
concerning the fane of the registered mark, the absence of

evidence of fanme is of no consequence. See Majestic

Distilling, 65 USPQd at 1205 (citation omtted) (“Although

we have previously held that the fane of a registered mark
is relevant to |ikelihood of confusion, we decline to
establish the converse rule that |ikelihood of confusion is
precluded by a registered mark’s not being fanous”).
Applicant has submtted copies of registrations of
ot her trademark applications and registrations for the term
“Bar Code” to support its argunment that the termis weak.
However, applicant adnmts that “Appellant’s mark and the
mar k of Regi stration No. 2,082,403 are the only known marks
for clothing that include the phrase “BARCODE” or “BAR
CODE.” Brief at 7. Therefore, at |east when applied to
the goods in the application and cited registration, the
term BAR CODE is not weak. The fact that clothing itens
may have functional bar codes used in a non-trademark sense
does not prevent the word BAR CODE from functioning as a

trademark.?

“* Of course, in this proceeding, we nust presume the cited mark
is valid and entitled to its statutory presunptions. In re Dixie
Restaurants, 105 F.3d 1405, 41 USPQ 1531, 1534 (Fed. Gr. 1997).
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Finally, applicant’s counsel argues that there is no
evi dence of actual confusion. However, the “lack of
evi dence of actual confusion carries little weight.”

Maj estic Distilling, 65 USPQ2d at 1205.

We concl ude that when the marks BAR CODE and BARCODE
APPAREL and the design of a bar code are used on the sane
clothing itens, there is a |ikelihood of confusion.

Decision: The refusal to register applicant’s mark

under Section 2(d) is affirned.



